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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )|EI Responsive to communication(s) filed on 12 June 2006 . 
2a)n This action is FINAL. 2b)El This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-47 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) K The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on June 12, 2006 has been entered. 

Election/Restrictions 

2. Claims 13-47 remain withdrawn from further consideration pursuant to 37 CFR 1.142(b) 
as being drawn to a nonelected species, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on January 19, 2005. 

Specification 

3. The amendment filed June 12, 2006 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: The term "surface" added to the specification 
in order to create proper antecedent basis for the recited claim term "ground surface electrode" is 
deemed new matter. It is also noted that Applicant's specification amendment filed June 12, 
2006 does not correctly correspond to the text on the page and line of the specification indicated. 
The aforementioned amendment indicates amending the paragraph "beginning at line 19 of page 
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1 of the application as follows", however no such paragraph is found in the specification at the 
indicated location. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claims 1-12 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

The claim term, "ground surface electrode", as recited in claims 1, 5, 7-9, 1 1 and 12, is 
not supported in the originally filed disclosure. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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7. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Talacko, USPN 
4,747,546. 

Talacko shows a powder spray gun, wherein at least one embodiment (see Figures 2 and 
3) comprises: a housing (4) having first and second opposing ends, the housing defining a 
chamber (10 - which includes portions 18, 20, 24 and 26) terminating in an outlet passageway 
(32) at the first end of the housing; an inlet (28) opening into the chamber for pneumatically 
conducting a powder-gas mixture into the chamber (see column 3, lines 54-55); a high voltage 
pin electrode (82 or 91) positioned in the chamber and spaced upstream of the outlet passageway, 
the high voltage pin electrode having a first surface area; and a ground surface electrode (6) 
positioned in the chamber and spaced upstream from the high voltage pin electrode, the ground 
surface electrode having a second conducting surface area that is clearly shown to be larger than 
the first surface area of the high voltage pin electrode to give a pin-to-surface electrode 
configuration (see again Figures 2 and 3). With respect to the recitation that the second 
conducting surface area is "sufficiently larger. . .such that when a high voltage is applied to the 
high voltage pin electrode, an electrical field produced in a vicinity of the ground surface 
electrode is sufficiently low to prevent arc discharging occurring in the vicinity of the ground 
surface electrode in the chamber", it can reasonably be assumed that arc discharging would also 
be prevented in the same "vicinity of the ground electrode" region of the apparatus shown in at 
least Figures 2 and 3 of Talacko, even though not expressly discussed in the disclosure of 
Talacko, since the structure as recited in claim 1 is anticipated. 

As to claim 2, Talacko shows a means for supplying a gas (22) toward the high voltage 
pin electrode (see Figures 2 and 3). As to the functional recitations "cleaning gas" and "to 
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reduce powder deposits on the high voltage pin electrode", the gas entering the powder gun 
through inlet (22) and flowing through the chamber (10) would inherently function to assist in 
preventing adherence of powder on the high voltage pin electrode. 

As to claim 3, Talacko shows the inlet (28) for conducting the powder-gas mixture into 
the chamber as being located at the second end of the housing (see Figures 2 and 3). 

As to claim 4, Talacko shows the apparatus wherein the high voltage pin electrode 
includes at least one charging pin (82 or 91) connected to a conductor (74) located in an 
electrically insulated tube (72) disposed along an axis of the housing (see column 4, lines 12-15), 
the conductor being connectable to a power supply (78) for applying high voltages to the at least 
one charging pin (see Figures 2 and 3). 

Response to Arguments 
8. Applicant's arguments filed on pages 14-16 of the "Remarks" section of the response 
filed June 12, 2006, with respect to the use of the term "ground surface electrode" and the 
meaning thereof as not being new matter, have been fully considered but they are not persuasive. 
In the first paragraph found on page 1 5 of the aforementioned "Remarks" section, Applicant 
asserts that the use of "surface" to further define the ground electrodes of the present invention is 
clearly taught in the application as originally filed. However, none of the comments made by 
Applicant after the above assertion, persuasively demonstrate that the claim term "ground 
surface electrode" is clearly taught in the originally filed disclosure, as required under the first 
paragraph of 35 U.S.C. 1 12. The comments merely show that the specification supports the 
ground electrode as having a "large surface area", however this does not adequately support the 
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newly added claim term "ground surface electrode", which was not present in the originally filed 
disclosure. Further, the arguments set forth in the second and third paragraphs found on page 1 5 
of the aforementioned "Remarks" section are not commensurate with the scope of the claims, nor 
do they demonstrate that the claim term "ground surface electrode" is clearly taught in the 
originally filed disclosure. It is also noted (see the first paragraph on page 16 of the 
aforementioned "Remarks" section) that Applicant is expressly adding the term "surface" to the 
specification by way of the June 12, 2006 amendment, in order to "provide antecedent basis for 
the use of the term in the claims". 

9. Applicant's arguments filed on pages 16-18 of the "Remarks" section of the response 
filed June 12, 2006, with respect to the rejection of claims 1-4 under 35 U.S.C. 102(b) as being 
anticipated by Nagasaka et al. (US Patent No. 4,805,069), have been considered but are moot in 
view of the new ground(s) of rejection set forth above under paragraph 7 of this office action. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US Patents to Sickles and Buschor are cited as of interest. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Darren W. Gorman whose telephone number is 571-272-4901. 
The examiner can normally be reached on M-F 7:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dave Scherbel can be reached on 571-272-4919. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Darren w uoi 
Examiner 
Art Unit 3752 




June 28, 2006 



